Form IP2: UKZN Intellectual Property Agreement
Explanatory Notes

CONTACT US
If you have any concerns about the Form IP2 please feel free to contact the IP & Technology Transfer Office (“IPTTO”) for clarification.  The Director’s telephone number is (031) 260 3326 and you can also try (031) 260 8172 for an IP Consultant.

The Form IP2 should be signed in duplicate and all pages should be initialed.  One of the signed originals(not a copy or scan) should be returned to:

The Director
UKZN Intellectual Property & Technology Transfer Office (“IPTTO”) 
8th Floor, Library Building, Westville Campus
University of KwaZulu-Natal
Private Bag X54001, Durban, 4000
Republic of South Africa

If you will be submitting a thesis please retain the duplicate signed original and attach it (or a certified copy) to the master copy of your thesis when you submit it to the UKZN Libraries.

PURPOSE OF FORM IP2

The purpose of the UKZN IP Agreement (Form IP2) is to ensure that in cases where intellectual property is properly meant to belong to the University, documentation is put in place to reflect this position.  The agreement also deals with related matters such as the need for research documentation to be kept and not discarded, the need for researchers to sign formal paperwork when patent applications are filed, the need to send copies of theses to the library, etc.  

In many cases, the intellectual property in question will already belong to the University by operation of law, and in such cases the Form IP2 is really more of a confirmation of the existing position rather than an assignment of rights.  For example, the IPR Act of 2008 automatically makes the University the owner of any intellectual property resulting from publicly financed R&D.  By signing the Form IP2 in relation to such IP you are really just confirming the existing position and regularising it.

In other cases, such as where you are involved in a research contract, the University is obliged to get formal assignment of the IP from the researchers because, in many cases,it has contracted with the funding partner to assign all or part of the IP from the project to the funding partner.  The University can only legally assign IP which it owns hence the need to get assignment first from the individual researchers and students working on the project.

One of the functions of the Form IP2 istherefore to ensure that the University can meet its obligations under the research contracts it signs.  If a researcher or student is involved in research which is sponsored under a contract it is critical that any IP passes to the University first so that it can thereafter be transferred to the relevant company or other private funding partner.  The “chain of title” must be established and should look like this: RESEARCHERS/STUDENTS to UKZN to PRIVATE FUNDING PARTNER.


CLAUSES IN THE AGREEMENT – EXPLANATORY NOTES
(NB: The following notes do NOT form part of the agreement.)

CLAUSE 1:
There is some latitude over when IP can be said to have been “identified.”  The IPR Act, No. 51 of 2008 does not define “identification.”  Researchers should exercise their judgment, keeping in mind that an element of novelty or originality is usually required to define something as intellectual property. For example, something is patentable only if it is new, non-obvious and useful.  Researchers are asked to err on the side of caution and get a second opinion from their School or the IPTTO.

Regarding the benefit share, as of November 2010 this was set in a 40:40:20 ratio as follows: 40% to the Researcher(s): 40% to the University: 20% to UKZN Innovation (Pty) Ltd.  However, if there is co-ownership of IP between the University and a private entity or enterprise, the benefit sharing ratio will be amended accordingly.

Please check the IP Policy for any amendments and/or updates.

CLAUSE 2:
There is a need for researchers to sign a small number of formal documents when applications for legal protection of intellectual property are filed, e.g. when applications are filed for patents, registered designs, trade marks, domain names, plant breeders’ rights, etc.  The administrative burden on researchers is minimal (and takes a matter of minutes).  In most cases the only “paper” which a researcher will be asked to sign is a Deed of Assignment, which is a formal requirement of any Patent Office when a patent or design application is filed; in some cases a Power of Attorney authorizing a firm of patent attorneys to work on the case will also be needed.

CLAUSE 3:
The necessity to maintain written records will not usually add to the documentary burden that already exists for projects.  The notes on routes for exploitation, commercial or otherwise, will only become necessary in the event that IP protection is being sought, which can only happen after IP has already been identified and a project is being handled by the IPTTO or by NIPMO, the government agency.  This clause is primarily aimed at ensuring that Researchers do not throw away existing written records for projects; Researchers are not being asked to generate extensive new and burdensome records.

CLAUSE 4:
This clause sounds more onerous than it actually is.  The documents and Tangible Research Property mentioned do not have to be submitted frequently and the administrative burden will not be great.  This clause only obliges Researchers to deliver documents when leaving the University or upon receiving a request from the University.  Documents do not have to be submitted for every research project, and there is no need to submit them on an ongoing basis.

CLAUSE 5:
You should avoid using your own personal Intellectual Property (or that of previous employers) in your work at UKZN unless you first get agreement from UKZN in writing.  The purpose of this clause is to avoid later disputes arising over the ownership of such IP, i.e. to avoid uncertainty over whether such IP is owned privately by the Researcher or by UKZN.

CLAUSE 6:
Sub-clause 6(a).The Fundamental Ownership Rules come into play in the following circumstances: where there has been significant use of UKZN resources, where the research was funded by UKZN, where the research was externally sponsored (including by public finances), where there was a written agreement with UKZN, and/or where the work was produced as a work for hire (i.e. during the course of the Researcher’s employment with UKZN).  Please refer to the UKZN Intellectual Property Policy for more information.

Sub-clause 6(b).The Researcher gives UKZN this limited pre-publication licence in recognition of the fact that UKZN has conferred the degree giving rise to the treatise, dissertation or thesis.  In the event that a publisher (e.g. a journal) wishes to have this licence varied or cancelled, arrangements can be made with UKZN via the IPTTO.

Sub-clause 6(c).This provides for situations where the Researcher is the author of a thesis, etc.and is still the copyright holder but has left UKZN and can’t be traced.  The IP Steering Committee can only authorize use of the thesis in another publication if certain conditions are met.  For example, the Committee must have been shown evidence that attempts were made to trace the Researcher.

Sub-clause 6(d).By signing up to this sub-clause the Researcher undertakes to forward the correct number of copies of their thesis, etc. to UKZN’s Libraries.

Sub-clause 6(e).This sub-clause relates to underlying IP as opposed to copyright.  There may be several different types of intellectual property associated with a thesis.  Firstly there will be the copyright in the text of the document.  Copyright relates to the copying or publishing of the text.  However, there may be other types of intellectual property, such as inventions, described in the thesis or referred to from it.  These are separate from the copyright in the thesis.  What sub-clause 6(e) says is that such underlying IP will belong to UKZN if it was created in circumstances falling within the scope of the Fundamental Ownership Rules of UKZN’s IP Policy.  As mentioned previously, these Rules apply where there has been significant use of UKZN resources, where the research was funded by UKZN, where the research was externally sponsored (including by public finances), where there was a written agreement with UKZN, and/or where the work was produced as a work for hire (i.e. during the course of the Researcher’s employment with UKZN).The term “significant use” is prescribed by the University's Full Cost model. Information on the Full Cost model can be obtained from UKZN’s Finance department. 

CLAUSES 7& 8:
These refer to the relationship between the Researcher and UKZN.  The Form IP2 replaces any previous IP agreements signed between the Researcher and UKZN.  Regarding other contractual relationships (with companies, etc), researchers and students signing the Form are unlikely to create conflicts by signing.Past rights which have already been signed over to external parties are unaffected.  The Form IP2 will only have an effect on IP to which the Researcher is entitled;he or she can’t transfer IP which does not belong to him or her.In the future the Form IP2 will, in fact, serve to facilitate external contracts with private funders.  This is because such contracts are usually entered into between the University and the relevant companies, rather than between the individual researchers and the companies.  The Form IP2 will ensure that IP rights move from individual researchers and get vested in the University so that they can then be transferred to the companies concerned.

However, if there are any other agreements to which you are party and which arguably conflict with the Form IP2, Clause 8 requires you to attach additional pages,identifying them, to the Form IP2.


WHO MUST SIGN FORM IP2?

Persons who fall into the following categories are expected to sign this Agreement:

1. Those in continuing or anticipated employment at the University of KwaZulu-Natal (UKZN).
2. Anyone performing research at UKZN.
3. Anyone with an opportunity to make significant use of UKZN administered funds and/or UKZN facilities.
4. Anyone with an opportunity to share in royalties as outlined in UKZN’s Intellectual Property Policy.
5. Those who receive support from sponsored research (i.e. research contracts) or UKZN Council-funded projects.
6. Those who may be in a position to create inventions or technology in connection with sponsored research or UKZN Council-funded projects.
7. Those who may be in a position to create inventions or technology through the use of significant UKZN funds and/or facilities.
8. Anyone (including students) embarking on a research programme which will culminate in a treatise, dissertation or thesis must sign Form IP2 before commencing their research.
9. A visiting Academic must sign Form IP2, prior to the commencement of any work, if it is anticipated that IP may arise during the course of his or her research.  The Form must be signed by the Academic and by any other persons involved in the Academic’s research.  The Academic may be excused from signing if the relevant School is satisfied that there is no prospect of IP resulting from the research.
10. An Academic on sabbatical must sign Form IP2, prior to the commencement of any work, if it is anticipated that IP may arise during the course of his or her research.  The Form must be executed by the Academic and by any other persons involved in the Academic’s research.
11. 
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FormIP2

Intellectual Property Agreement

Entered into by and between

THE UNIVERSITY OF KWAZULU-NATAL
(“UKZN”)
a higher education institution and a juristic person in terms of the Higher Education Act 101 of 1997, as amended
represented herein by PROFESSOR NELSON MUTATINA IJUMBA in his capacity as DEPUTY VICE-CHANCELLOR: RESEARCH, duly authorized,

and

THE RESEARCHER

	
Details of “the Researcher”:

Legal Name: First, Middle & Last (please print or type)
*Title (Prof./Dr/Mr, etc.)_________
*UKZN  Staff/Student No.:__________________
*E-mail address ________________________*UKZN Tel. Ext. __________ Cellphone_______________
*Faculty, School and Department ___________________________________________________________
*Please complete all items above in full before returning to the IP & Technology Transfer Office.





INTRODUCTION

This Agreement clarifies rights, obligations and relationships relating to Intellectual Property.  These arise from law and policy set out in the Intellectual Property Rights from Publicly Financed Research and Development Act, No. 51 of 2008 and UKZN’s Policy on Intellectual Property.

DEFINITIONS
Intellectual Property	meansany creation of the mind that is capable of being protected by law from use by any other person, whether in terms of South African law or foreign Intellectual Property law, including any rights in such creation.  The term shall include the following (whether registrable or non-registrable): inventions, copyright works (i.e. works qualifying for copyright), computer software, drawings, designs, semiconductor mask works and topographies, expertise, trade secrets, trade & service marks, domain names, business names, goodwill and the style and presentation of goods or services, plant breeds & varieties and tangible research property(i.e. research results which are in a tangible form as distinct from an intangible form). Material distributed under a Materials Transfer Agreement is an example of tangible research property.
IP 				means Intellectual Property.

IPR Act	means the Intellectual Property Rights from Publicly Financed Research and Development Act, No. 51 of 2008.

IPTTO	means the Intellectual Property and Technology Transfer Office of the University of KwaZulu-Natal.

UKZN		means the University of KwaZulu-Natal.

Invention	includes any discovery, invention or other development of a technical nature, whether or not patentable.

Inventor	is a creator of Intellectual Property, whether or not patentable. An inventor may be referred to as an “author” where the Intellectual Property in question is a copyrightable work.

[bookmark: _GoBack]Significant Use	The University’s Full Cost Model prescribes what constitutes “significant use” and covers both direct and indirect costs. 


AGREEMENT

The Parties agree as follows:

1. The Researcher undertakes to disclose to UKZN any intellectual property created by him or her which falls into one or more of the following categories:
a. IP developed pursuant to a sponsored research or other agreement in which the Researcher participates; 
b. IP which results from the significant use of UKZN administered funds or facilities the finance department of UKZN has the requisite skills to advise on whether significant use of UKZN’s funds and/or facilities have been made;
c. IP developed in the course of the Researcher’s employment with UKZN; and/or
d. IPwhich emanates from publicly financed research and development (excluding publications associated with conventional academic work).

The Researcherundertakes to make such disclosureswithin 90 days of having identified the IP, and before the IP is made public.  The Researcheragrees to make the disclosure either to the IP & Technology Transfer Office or to an appropriate School at UKZN.


UKZN Sole Owner of the Intellectual Property:

The Parties agree that all rights and title in such intellectual property vests in UKZN, provided thatthe Researcher shall share in the benefits of commercialization of such property.  The Researcher shall receive a benefit share no less than that prescribed in the IPR Act, 2008, or that set out in UKZN’s Intellectual Property Policy, whichever is higher.  The applicable version of UKZN’s Intellectual Property Policy shall be that which was in existence at the date of signature of this Agreement.


UKZN and Private Entity/Enterprise Co-Owners of the Intellectual Property:

A funding entity or enterprise may become a co-owner or holder of the intellectual property subject to the following conditions: 
a. provided that such private entity or enterprise is best placed to manage and commercialise 
	the intellectual property in the national interest, or
b. there has been a significant contribution of resources, including background intellectual 
property by the private entity or enterprise.  

	The ratio of ownership of the IP rights will be negotiated between the University and the 
	private entity or enterprise concerned.

If the invention arose from a sponsored research programme, the IPTTO may file for a patent and negotiate an appropriate Commercialisation model consistent with the contract with the sponsor. The IPTTO may be contacted for information about the specific terms of individual research contracts. 


Benefit Sharing:

When the sole ownership of the IP vests in UKZN, the benefit sharing ratio remains fixed at40:40:20: 40% to the Researcher(s): 40% to the University: 20% to UKZN Innovation (Pty) Ltd.

However, when the IP ownershipis shared between UKZN and a funding entity or enterprise, the ratio of ownership will be negotiated between the University and the private entity or enterprise concerned.  

2. The Researcher undertakes to execute all necessary papers and provide proper assistance to enable UKZN to obtain, maintain, and/or enforcelegal protection for the Intellectual Property referred to in Clause 1 above.  The Researcher agrees to perform these undertakings promptly upon UKZN’s request, at UKZN’s expense, and regardless of whether such request is madeduring or subsequent to the period of his or her UKZN affiliation.
	
3. The Researcher undertakes to prepare and maintain for UKZN adequate and current written records of the Intellectual Property referred to in Clause 1 above, together with proposed routes for exploitation thereof and frameworks for compensation of UKZN and the relevant Researchers.
	
4. The Researcher undertakes to deliver promptly to UKZN when leaving UKZN for whatever reason, and at any other time as UKZN may request:
a. copies of all written records referred to in Clause3 above;
b. any relatednotes andother written materials; and
c. all related Tangible Research Property delivered to, made by orinvestigated by UKZN, which will at all times be the property of UKZN.

5. Unless otherwise agreed in writing with UKZN, the Researcher undertakes to avoid disclosing the following to UKZN or using any of it in his or her work at UKZN:
a. any proprietary information belonging to any of his or her prior employers or of any third party, including any trade secrets or confidential information related to the business of such prior employer or third party; and
b. any ideas, writings, or Intellectual Property of his or her own which cannot be considered to fall within the scope of Clause 1 above.

6. Treatises, Dissertations and Theses.
a. The ownership of the full copyright in any treatise, dissertation and/or thesis created by the Researcher relating to any degree conferred by UKZN (whether undergraduate or postgraduate), shall vest in UKZN if any of the Fundamental Ownership Rules of Paragraph 2.1.1 of UKZN’s Intellectual Property Policy is satisfied.

b. In respect of treatises, dissertations and/or theses which do not fall within the scope of the preceding sub-clause (6.a.), the Researcher hereby grants to UKZN a perpetual, non-exclusive, royalty-free licence to digitize, reproduce, share, disseminate and/or publicly distribute copies of his or her treatise, dissertation or thesis for research and study purposes only. Such licence shall be termed a pre-publication licence and shall be understood to take effect immediately and automatically upon creation of thetreatise, dissertation and/or thesis concerned.  If UKZN requests a written agreement recording the licence, the Researcherundertakes to do all things necessary to give effect to such agreement and UKZN shall bear the costs of such agreement.

c. In the event that the Researcher’s whereabouts cannot be traced and any person requests authorization to include the whole or part of a treatise, dissertation or thesis created by said Researcher in a publication, and/or subsequently to reproduce it, the Researcher hereby agrees that the IP Steering Committee of UKZN mayassess the matter and make a recommendation regarding such authorization; provided that said Committee shall not do so unless it has:
· received evidence of reasonable attempts to trace the Researcher and to make provision for remuneration of him or her;
· considered all relevant factors, including the Researcher’s moral rights; and
· consulted the UKZN Copyright Office; 
and the Researcher hereby agrees to abide by any such recommendation of the IP Steering Committee.

d. The Researcher undertakes to forward master copies and electronic copies of all treatises, dissertationsand/or theses created by him or her to UKZN Libraries by the date, in the numbers and in the format stipulated in the relevant policies ofthe UKZNLibraries that were in effect at the time of creation of the treatise, dissertation and/or thesis concerned.

e. The Researcher agrees that any software code, patentable subject matter and/or other underlying intellectual property contained in or referenced by any treatise, dissertation or thesis created by him or her is owned by UKZN subject to the Fundamental Ownership Rules set out in Paragraph 2.1.1 of UKZN’s Intellectual Property Policy.

7. This Agreement replaces all previous agreements that the Researcher may have entered into with UKZNrelating in whole or in part to the same or similar matters.  It may not be modified or terminated, in whole or in part, except by agreement in writing signed by an authorised representative of UKZN.Discharge of the Researcher’s undertakings in this Agreement will be an obligation of his or her executors, administrators or other legal representatives or assignees.

8. The Researcher represents that, except as identified on the pages attached hereto, he/she has no agreements with or obligations to others in conflict with the foregoing. 



_________________________________
Signature of Researcher (Please include full first name)


_________________________________
Print name

SIGNED AT (Place)……………………………… on this..............day of..................................20….




FOR THE UNIVERSITY OF KWAZULU-NATAL

_________________________________
PROFESSOR NELSON MUTATINA IJUMBA in his capacity as DEPUTY VICE-CHANCELLOR: RESEARCH

SIGNED AT………………………on this.....................................day of..................................20….


INSTRUCTIONS FOR SIGNING

To the Researcher: Please sign this Form IP2 in duplicate and initial each page.  The signing for UKZN will be arranged by the IPTTO.  

Please return one signed original(not a copy or scan) to: 

The Director
UKZN Intellectual Property & Technology Transfer Office (“IPTTO”) 
8th Floor, Library Building, Westville Campus
University of KwaZulu-Natal
Private Bag X54001, Durban, 4000
Republic of South Africa

If you will be submitting a thesis please retain the duplicate signed original and attach it (or a certified copy) to the master copy of your thesis when you submit it to the UKZN Libraries.

For further information please refer tothe UKZN Intellectual Property Policy or visit the IPTTO website (http://iptto.ukzn.ac.za).  Contact the Director of the IPTTO on Tel. +27 (0) 31 2603326.
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